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novel or unsettled legal question that 
is important to other patents or patent 
applications. 

AFTER INSTITUTION OF POST-GRANT 
REVIEW 

§ 42.220 Patent owner response. 
(a) Scope. A patent owner may file a 

response to the petition addressing any 
ground for unpatentability not already 
denied. A patent owner response is filed 
as an opposition and is subject to the 
page limits provided in § 42.24. 

(b) Due date for response. If no date 
for filing a patent owner response to a 
petition is provided in a Board order, 
the default date for filing a patent 
owner response is three months from 
the date the post-grant review is insti-
tuted. 

§ 42.221 Amendment of the patent. 
(a) Motion to amend. A patent owner 

may file one motion to amend a patent, 
but only after conferring with the 
Board. 

(1) Due date. Unless a due date is pro-
vided in a Board order, a motion to 
amend must be filed no later than the 
filing of a patent owner response. 

(2) Scope. A motion to amend may be 
denied where: 

(i) The amendment does not respond 
to a ground of unpatentability involved 
in the trial; or 

(ii) The amendment seeks to enlarge 
the scope of the claims of the patent or 
introduce new subject matter. 

(3) A reasonable number of substitute 
claims. A motion to amend may cancel 
a challenged claim or propose a reason-
able number of substitute claims. The 
presumption is that only one sub-
stitute claim would be needed to re-
place each challenged claim, and it 
may be rebutted by a demonstration of 
need. 

(b) Content. A motion to amend 
claims must include a claim listing, 
show the changes clearly, and set 
forth: 

(1) The support in the original disclo-
sure of the patent for each claim that 
is added or amended; and 

(2) The support in an earlier-filed dis-
closure for each claim for which ben-
efit of the filing date of the earlier 
filed disclosure is sought. 

(c) Additional motion to amend. In ad-
dition to the requirements set forth in 
paragraphs (a) and (b) of this section, 
any additional motion to amend may 
not be filed without Board authoriza-
tion. An additional motion to amend 
may be authorized when there is a good 
cause showing or a joint request of the 
petitioner and the patent owner to ma-
terially advance a settlement. In deter-
mining whether to authorize such an 
additional motion to amend, the Board 
will consider whether a petitioner has 
submitted supplemental information 
after the time period set for filing a 
motion to amend in paragraph (a)(1) of 
this section. 

§ 42.222 Multiple proceedings and 
Joinder. 

(a) Multiple proceedings. Where an-
other matter involving the patent is 
before the Office, the Board may during 
the pendency of the post-grant review 
enter any appropriate order regarding 
the additional matter including pro-
viding for the stay, transfer, consolida-
tion, or termination of any such mat-
ter. 

(b) Request for joinder. Joinder may be 
requested by a patent owner or peti-
tioner. Any request for joinder must be 
filed, as a motion under § 42.22, no later 
than one month after the institution 
date of any post-grant review for which 
joinder is requested. 

§ 42.223 Filing of supplemental infor-
mation. 

(a) Motion to submit supplemental in-
formation. Once a trial has been insti-
tuted, a party may file a motion to 
submit supplemental information in 
accordance with the following require-
ments: 

(1) A request for the authorization to 
file a motion to submit supplemental 
information is made within one month 
of the date the trial is instituted. 

(2) The supplemental information 
must be relevant to a claim for which 
the trial has been instituted. 

(b) Late submission of supplemental in-
formation. A party seeking to submit 
supplemental information more than 
one month after the date the trial is 
instituted, must request authorization 
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